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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 30 December 2003 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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6) K Claim(s) 1-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 6/17/2004 is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 10/748,316 
Art Unit: 3737 

DETAILED ACTION 
Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

(g)(1) during the course of an interference conducted under section 135 or section 291, another inventor involved 
therein establishes, to the extent permitted in section 104, that before such person's invention thereof the 
invention was made by such other inventor and not abandoned, suppressed, or concealed, or (2) before such 
person's invention thereof, the invention was made in this country by another inventor who had not abandoned, 
suppressed, or concealed it. In determining priority of invention under this subsection, there shall be considered 
not only the respective dates of conception and reduction to practice of the invention, but also the reasonable 
diligence of one who was first to conceive and last to reduce to practice, from a time prior to conception by the 
other. 

2. Claims 1-3, 6-11, 15-20 rejected under 35 U.S.C. 102(e) as being anticipated by Lang et 
al. (US PGPUB 2004/0138754). 

Lang et al. teaches of joint implant treatment planning (Figure 1a) using CT 
imaging fl| 25) to model the joint. Lang et al. teaches of using surgical guide with a drill 
hole to aid the implantation procedure that is fabricated using computer aided design 
techniques ffl 233 & 235). Lang et al. teaches that the method is used for knee or hip 
joint surgery (fl 236). Lang teaches of rapid prototyping such as stereo-lithography flj 
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207). Lang et al. teaches of a pointer tool such that the method uses a wireless probe (H 
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29). Lang et al. teaches of a "Titanium FARO arm" flj 35) which is a mechanical arm 
with gyros and joints. 

Claim Rejections ~ 35 (JSC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 4-5 and 12 rejected under 35 U.S.C. 103(a) as being unpatentable over Lang et al. 
(US PGPUB 2004/0138754) in view of official notice. 

Lang et al. teaches of joint implant treatment planning (Figure 1a) using CT 
imaging flj 25) to model the joint. Lang et al. teaches of using surgical guide with a drill 
hole to aid the implantation procedure that is fabricated using computer aided design 
techniques fl| 233 & 235). Lang et al. teaches that the method is used for knee or hip 
joint surgery fl| 236). Lang teaches of rapid prototyping such as stereo-lithography fl| 
207). Lang et al. teaches of a pointer tool such that the method uses a wireless probe flj 
29). Lang et al. teaches of a "Titanium FARO arm" fl| 35) which is a mechanical arm 
with gyros and joints. Lang et al. does not teach of laser sintering or milling a surgical 
guide. 

Examiner takes official notice that it is well known in the art of rapid prototyping to 
use laser sintering of polymer resins or mechanical milling to construct the 3D 
representation. 
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It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains to combine the Lang 
et al. surgical guide formation means with the official notice laser sintering or 
mechanical milling in order to fabricate the surgical guide. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ashish S. Jasani whose telephone number is 571-272-8025. The 
examiner can normally be reached on Mon. - Fri. 9:30 am - 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on (571) 272 - 4956. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains to combine the Lang 
et al. surgical guide formation means with the official notice laser sintering or 
mechanical milling in order to fabricate the surgical guide. In addition, this refers to a 
product by process where in the Lang et al. method will produce the same result. 
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